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Period for Rieply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the pi'ovlsions of 37 CFR 1 .i36(a). In ho event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory rhinimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of thiis communication. 

- Failure to reply vvithin the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this comrhunication, even if timely filed, may reduce any 
earned patent term adjustrrient. See 37 CFR 1.704(b). 

Status 

1)^ Respohsive to commuhicatlori(s) filed oh 15 September 2003 . 
'2k)ill This action is FINAL. 2b)^ This action is non-final, 

3) EII Since this application is in condition for allowahce except for fbntial matters, prosecution as to the nnerits is 

closed in accordance with the practice un6er Ex parte Quayle\ 1935 CD. 11, 453 O.G. 213. 

bispdsitioh of Claiims 

4) 1^ Glaim(s) 1^8 is/are pendihci in the applicatibri. 

4a) Of the above clalm(s) 7 and 8 is/are withdrawn from corisideratioh. 

5) [I] Claim(s) . is/are allowed . 

6) M Gialm(s) i6 is/arie rejected. 

7) D CIsiimfs) . is/aris objected to. . 

3)[3 ClaimfeV . . are subiect to restriction and/or election reQuirement. 
Applicatidh Paperis 

9jn The specification is objected to by the Examiner. 

1 0) 0 the drawirig(s) filed on\^ is/are: a)n accepted or b)n objected to by the Exanniner. 

Applicant may not request that any objection to the drawing(s) bie held In abeyance. See 37 CFR 1 .85(a). 
Replacem'ehf drawing sheet{s) including the cbrrectibn is required if the drawirig(s) is objected to. See 37 CFR 1.121(d). 

11) [ir] The oath ordeclarafion is objected to by the Examiner. Note the attached Office Action orfomi PTO-152. 
Pnority under 35 U.S.C. §§ 119 and 120 

12) ^ Ackhbwledgririent is made of a clairh for foreign priority under 35 U.S.C. § T19(a)-(d) or (f). 

a)g|AH b)n Some * c)n . None of: 

1 Certified copies of the priority documents have been received. 
2:P Certified copies of the priority documents have been received in Application No. . . . 
3.n Cbpies of the ceilified copies of the priority docuhiehts have been rieceived in this National Sitage 
applicatibn from the International Bureau (PCT Rule 17.2(a)).. 
* See the attached detailed Office action for a list of the' certified copies not received, 
f 3)D Acknowledgment is hnade of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application) 
since a specific reference was included in the first senteniJe of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 
14)0 Acknowledgment is nfiade of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 
reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 

Attachmeht(s) 

1) ^ Notice of R(Bferences Cited (PTC)-892) . . 4)1"] Interview Summary (PTO-413) Paper No(s). . ' 

2) □ Notice of Di-aftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) 13 Information Disclosure Statement(s) (PTO-1.449) Paper No(s) 012002 . 6) □ Other: 
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DETAILED ACTION 

ClaifTi^ 1-8 are pending, this Action is responsive to the election filed with a two 
ffionth extension of time on September 15, 2003. 

Election/Restrictions 
1 : Applicant's election with traverse of Group I and the species wherein R1 and R2 
a're each hydrbgen in Paper filed September 15, 2003 is acknowledged. The traversal 
is on the grbuhd(s) that a search of the claihris of Group II would involve the search of 
the claims of Group 1. AjDplicahts cbhduded based on said traversal that it is more 
expedient to search a^^^ exaniine all the claims at the sartie tirfie. thiis is riot found 
persuasive because of the fbh 

(1 ) Assurtiirig arguendo appliciaritsV staterheht "that a seardh bf the claims of , 
. Group II would involve the search of the claims of Group I" were correct, the corollary 

db4s hot equally follbw, which is,' "a search of the claims bf Grbup I would involve thei 
search of the claims of Group Ir. Applicants have elected Group L 

(2) Applicants asserted basis for the traversal is itself a conclusion that is not . 
supported by fafc^^^^ Since (SroUp II deifiriiss a final layered jDrbduct, the dispersion as 
claimed in felaim 1 no longer exist as a dispersion. Examiner made said point in the 
original restriction. There is ho clairhed nexus nor disclosied indication that the 
arrahgemerit of cjaims 7 arid 8 could not be made by other compositions that do hot 
have thei elements of claim 1 , because all the elements of claim 1 would not be required 
in the final layiered product 
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(3) The cbmpositidns of Group I may clearly be used for utilities other than ah 
"^lectrblumlhescent arrangement", such as a coating composition for imparting antistatic 
•prdpeilies to plastics (see Krafft et al, US 5,370,981) or in making electrodes in various 
electrical and semiconductivfe devices (see Louwet et al, US 6,632,472). 

The requirement is still deemed proper and is therefore made FINAL. 

Priority 

2 :. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Specification 

3. The specification refers to several phor art refbrencies as source rnaterials in. 
makih'g the ihstaiht' dispersions: It is the fexafhinef's position that one' having brdihary 
skill in the art would have kho\A/n how to make the 3,4-pblyalkylenedioxythidphenes * 
disclosed. To the extent :appli6ahts differ in thiis opinion, they should set forth their 
position; 

The examples refer to example 2 from EP-A 991 303. Said reference exarfiple is 
in other thsin English and any comparative results in the example have been given no 
patentable weight. Likewise, ho weight is given to reference on page 6, lines 20-21 to 
the leivel of impurities. 

Claim interpretation 

4. Claimed ranges set forth as preferred ranges have been given no patentable 
weight artd the claim reads oh the broadest range set forth. 
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Claim Rejections -35 use §112 

5. The folldwihg is a quotation of the first paragraph of 35 U.s:c. 1 12: 
fllegiecificatiohs^^^ 

set forth the best mode contemplated by the inventor of carrying out his invention 
. 6. Claims 1^6 are rejected under 3^ 11 2, first paragraph.- because the 
spdfieatibh, \vhife being enabling for aqueous or aquebus/altdhdl dispersions (page 5, 
•Iih:e.29, t6 page B, ;iihe 15), does not reasonably provide enablement for all dispersions. 
, The:#iBCifi6atidh:d6fes nbt.ehabi^^ ; 
■mmim is most nearly cdrinected. to rtiak^ and use the irtventibh GdmrriensU^te in ' 
SGbpe AVith thesedairns. Applicant^ have hbt established. fhk the dispersibtts Would be^ 
stable enough fdr the utility set'fbilh if employing sPlvents other than the Water or v 
Wat^aicbhbl rtiixtures. Fuilherm^ 

■poiyahlbmahdtrte-d^^^^ 

ap^ibaht^sm forth atWocbrn^^ : ■ • 

■ . Thedispersibnertipldysacbmbiriatio^ pdlystyr^rie 
sulfbnate^);ahd catidhic 3,4-pdlyalkylenedidxythidphenes. Each df said compdnehts . 
has;a sigfhificant idnic charatter, which wdiild be expected td effect the dispersibilitydf 

saidpdiymei^infhfev^aHduspdss^ ' : 

disclbsure fbr further stabilizatidn for the diverse sdlvent systems that the claims may ' > 
read. The claims are silent regarding any type df sdlvent systbm. 
^ Claim 4 is rejected under 36 U.S.C. 1 12, first para 

sp«c£(ticn, While bbing enabling fer "R' and independently df dne another are H, 
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. ah alkyl rayic^l h^^^ to 20 carbon atoms, an aryl radical having frorti 6 to 14 carbon' 

; :: atbms:0r-CH2^bR^whereR3 is H, alkyi ^)r -CH2^CH2^H2-Sb3ri". does not r6asdnably, 
pfavide diablement fo^^ ^nd independently of 6he^n(^th^r ^6 H. ^h bbtibnallv 

,. iyMsi« f^lcai havihg' 1 to 2d carbon atoms, an aryl radical having frbmfe to 14 
_ Gtoh^tbms dr -CH2-0R\where r3 is H. alky! or ^:H2:CH2-C;H^SOiH"^ The ' 
speciflcatibh dobs nblf enable-any pei^dh skilled inthe arttb Which it^pertains,br'wjth ' 

:• Which; itliSh^bsthea^ 

i;scbpb«hese&lalhs./^^ 
Mthe skillfedlrti^an tbinteriiret "substituted^ which modifies alky^ radical. It wbuld be ' 
■ an undue.burderi for the skilled artisan to determine all substitubrits that may fuhctibn irt 

yafipcgrft's-ihvbrltibK^. . ' ■ •' , -f •' . ' "i- 

8, ,;; ; Tfe thb^ecbhd paragraph of 351); S. 6 ' 112: ' • ' '■■ 

' conclude With on6 or more claifnS particularly pbirititid out arftl dtstificHv ^ ' ■ ' ' 

claiming thesubject mattef which the applicant regards as his invention ^ . , ■ ' 

;9. . :c to: 1^6 are rejected u^^^^ ; ^ ^ 

indefinite fbrMngtb^p^^ point out andaistinctly daiwi thbsubjbbtVnbtter &h 
#i5li2s§M regards ^^b^^^ ^ ;'. 

;: , . The-clbims define a blgpersibn cbmprisihg.twb cbrripbrients and b particle s&^. It • ' 
■i^uncibar which bbmporient is dispersed in the btherorsbmb unspecified diipbrsln^^^^^^ v 
ntbdium. . It is unclear What the particle sizb represents, eg. thb pblyenibns. the catibhib ; ' 
3,4-Rolyaikylenedioxythibphenes, or a material dispersed therbin. 

The particle size sets forth 90% without setting forth whether the percentage Is 
weight or volume. 
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. In Glaiffi-3, the resistivity of the coatings The resistivity is a . 

me^asured value of a product derived from the claimed dispersion^ but no method is set 
forth for how said dispersion was coated or said resistivity was measured. Both the 
bating and the measufe'lT^^^^^^ 

thibkhess of the Gbating or the impurities among other parameters. See Johas et al, US 
5,756:5i:5. b6iurtih2, lihe 6B. t6 columh.3, line 4, regarding the dependfehGe of ^ ' 
/reslgti% bri the thickness of the: co^^^^ 

In felaim 4, and r2 are ihde;fihte it is uhdear with what the "optionally 

substitutetTaikyl fadlc^l having 1 to 20 carbon atoms" is dptibnilly substituted. It is ' 
uhblear how one skillbtj:iri the art would dfetemiin^ the metes aftd bduhd^ of said ' 
undefined daihi limitatioh. 

■ In blaim:6Mt is unclear what the ratio is based, eg. ^ 
. volume.. . ^ ,. ■ • ■ ■,■ . ■'• , . ■ ■ 

; Claims l^ ^re ihdefirilte set forth therein of ^'at least aboiii" In 

defihirtgn^nges Within the claimed com^ Attentidrt Is dii^eated tb MPEP : ' ' 



06. 



StSblS;S;?S?^^^ reciting "at least about" were Invalid for indefiniteness where ' 
Sart *^ nl ^? ""^^ specification, prosecution histoiV or the 

-m^iSHn^'V^'l^ to What range of specific activity is covi^ by he £ 
1991) P''^'^«'*"«cal C6-. 927 F,2d 1200. 18 USPQ2d 1016 (fS. Cir. 



Ciaiih Rejections • 35 use § 102 

10. Thfe fbllowing is a quotation of the appropriate paragraphs of 35 U.S' C. 102 that 
form the basis for the rejections under this section made in this Office action' 
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Giaim R(sjecthns - 35 use § 1^^^^ 
11. Thfe^bHoWinQisaqudtatiflri^o^ ■ 

•d^Viaasines^ rejecitibns set forth in thisOffice actidri: , : ' . . . 

: I"™ ,'? ^^S"?."; ^ 02 of this title, If the differences between the subiec matter souqHt to be oatent^d ah^H 
, , :Patentability shall not be riegatiVed by thie mariner in which the invention was S. ^ ; ; 
: r2, ;;fflis>ipjDli^^^ 1^ cbnsldehhd patentabilitybf ' 

^thiGlirnsxMdfer^ 

-the vaffidusiclaims:^^ ewhfed at thetirrie any iii\/erTtidri&:c6vered therein^r v 

^6rg:miae absfe^^ 

«er 37 GFR iS& td pdiht but thfe invfentdr afid ihvghtidn d^tes^bf each cteirti & ' 
■mmmmf i^ th& tini^ a lat^r ihv^ntidh was rfiade in dfd^r ftirthe exartiihir tb . 
;cbmr the aiiplicabilU lJ;S.C. .103(c) and potential 35 U.S.C. ^02{e),:{f) or (g) 
pridf irt under 35 U.S.C. 103(3); . ' y' 

tBe'aiterhaiive,.under 35 U.S:C. 10^^^^ 
Louwet etal (exam^es) di^^^^^^ 

ethyl^hedibxythibphfehe) [PEDOT] and pblystyrerte sulphonate [PSS] having a rnfeah 

Table isejs forth. repres,entative_dispers^ - 
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examples having 90% bf^^ 
, Applicarifs claims set forth dispersions having "at least about 9d %" arid a size of '1^^ 
thah a^ Since Applicants ■ 

fribdify both the pefcehtage and size of particles by "about", the- disclosure in Louwet et / 
ai reads on tha instant claims. 

; T^^the extent ihe-Lo^^ , 

; distribution, it would have been obvious to onfe of oirdinary skilled in the art at the tihii of . 
. applibantr IhVehtibrrto vary the ^e^r^e of homdgghizatloh a^ 

clearly canterriplited in thfeiLouwetetal reference: Louwet ^t ai;(examples. particulaHy. 
17 ■ linfes 1^16) discloses treatment of the dispersions with a hoftioganizer a^ 

Mluidiz^t- . It wouicJ'hava been dbvi6us;ttf brie of ordinary skilled in the aft at tWe- ' ' 
. timg'bf apjDiifearits' in^/erition to vaiy the dagree of homb^ehizatibri ^ndAir \ " ■ - ; • 
;mici-ofluldizatiori fbf the advantage bf bbtairiing a imyfe hbmbgfef^^ 

cbWpbSitibris arid coating resulting there^^^ 

M : Claims 1^ are rejected under 35 U.S.C. 1 03(a) as being unpatentable over ' 
: B^er Ad. DE 193^41 sbS'Ai; as evidfencki^ 

<^ie#bf Krafft etal, US 5,370,981. Jonas etal (item 30 On the U.S. Patent fade) ciled^ 
DE 1^8^41:803 as thefbreign priority tiocumerit; DE 198 41 803 has a public^tioh dit4 
:bfMarah5000:mbfetharil5mOri^^ Jonas etal is used 

as an English language equivaierit of the DE 198 41 803 reference and said references 
are cbrisidered tb cbntairi the same disclosures or substantially the same disclosures. 
Jonas ^t al ls referred to for citations. 
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B^yer Agt^fiGl Jbrias al diiFfer from the claims in th^ particle size and the 
're§istivity;; " _ , . ■ '. ' . 

Bayer Ag and Jona^ eit M^examples and column lines 7 ^t seq^ disdose 3:4^ ' 
pSlyaikyl^iifed^^ 

■ 1 :2i5; 1 :4; an^l 1 :^K Baygr Ag and Jonag eia\ Column 5 Jih6sri^sei,) t6athes 

^ S^id rtiSt^ials thfere^ . Bayer Ag and Jonas ^t al further teach th&t by v#ing the ' ' " ' 
;, ;sRfet^cratid^^^^ P^'yci^tiohs (PEbT) to the h^jnc^^^^^ 

;;;h6rifehi6^bina6^^^ 

. . Itwou^fhave'dfeiho^^^ 
■;applifeiHt3•,irtvemtentb<^^^^ w': 

1>MGkiniM^I^ editing^ hbrf,bpifeity>lf ^ h^e :^ 

b^h^6b^ibu^^to6he^^irt^^ 

: vary the ratio bf the PEbtV^ 

bbhbacti\/ity^)fih^ : ,■ v ' 

:^tteF>Ebl^ ratio d^^ decrease of the condubtivfepolycatiohs and lricreas4 bf - ' 
thfeihcjncbhductivei^^^^ y : ;' 

; . Furthermore. Krafft et al (exarriples) e)tempiifies PEDTVf'SS dispersions arid ^ ' ' 
:teiGhes<columhf3Jnas1^ 
frbmS^nrfitd^^^^ 
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PEDT/PSS.Gltepersibns. It would have been obvious to one of ordinary skilled in the art 
at the time of applicants' invention to vary the particle size of said dispersions within the 
ddhvehtibnal size rahges as shown Kr^ffl et al r^ferehte for the advantage of stability : 
arid^the expeGtaliOh of a mbrfe homogeneous final product. 

Cdhclasion 

15. The pnbf art made of recohJ artd not relied upon is cd^^^^^ ■ 
applicahtVdisclosui'e. • . 

. , : Any ihcjuiry cbhdSfhihg this bbmm^hicatibh br earlier commurt^ ' ' 

;^^Mri^shbuldbe^irectsa^ S. Metzolaiefwhosetelephone number is (TbS)'^ 

308«1. Thfe examiner can hdrm^l^ 

■ ; .If attertiptsib reach the examiner by telejrihbhe are unsuccessful, the examiner's 
, supervisbri Rbberf^^ 

fer thS ^rmmm-m^ m applidatibh of proceeding Is'asSiiy is (7(^^ 872^^36^: 
AhyWfefuiryora genera or relathg^to the status of this application dr.; ' 
etllng shbuld be directed to the receptionist whose telephone humberJs (703) 368- 
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Primary Ex^hiiher 
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